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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 12 March 2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) I^J is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) W is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments witli respect to claims 1 -7 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Watanabe et al. (USPN 6,163,036). 

4. In reference to claim 1 , Watanabe et al. (USPN 6,163,036, hereinafter referred to 
as the "Watanabe" reference) discloses a structure which meets the claim. Figures 
7(A)-7(E) of Watanabe discloses a wafer that comprises a number of exposure fields 
and a number of lattice fields in each exposure field. Each lattice field contains an IC. 
The wafer comprises a first group of first dicing paths and a second group of second 
dicing paths. All of the first dicing paths of the first group run parallel to a first direction 
and have a first path width. All of the second dicing paths of the second group run 
parallel to a second direction intersecting the first direction and have a second path 
width. The first dicing paths and the second dicing paths are provided and designed for 
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a subsequent segregation of the lattice fields and the ICs contained therein. In each 
exposure field at least two control module fields (ALIGNMENT MARK) are provided; the 
two control module fields (ALIGNMENT MARK) do not reside in any of the dicing paths. 
Each of the control module fields (ALIGNMENT MARK) contains at least one optical 
control module since they are described as alignment marks and are therefore optical 
control modules (column 12, lines 8-10). Each control module field (ALIGNMENT 
MARK) is provided in an exposure field is provided in place of a preset number of lattice 
fields (3b). The at least two control module fields (ALIGNMENT MARK) of each 
exposure field are arranged at an average distance from one another extending in the 
second direction; the average distance is equal to at least a quarter of the side length of 
a side of the exposure field (17b) which extends in the second direction. 

5. With regard to claim 2, the average distance is equal to the whole side length of 
a side of the exposure field which extends in the second direction minus the side length 
of a side of a lattice field which extends in the second direction. 

6. In reference to claim 3, each exposure field is designed rectangular. Four control 
module fields (ALIGNMENT MARK) are provided in each exposure field. Each control 
module field (ALIGNMENT MARK) is located in a corner region of the exposure field. 

7. With regard to claim 4, each control module field (ALIGNMENT MARK) is 
provided in an exposure field is provided in place of one lattice field only. 

8. In reference to claim 5, there are no control module fields in the dicing paths. 
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9. With regard to claim 6, the limitation with regard to the dicing path widths and the 
equipment used for dicing the wafer places claim 6 into the form of a product by process 
claim: 

Note that a "product by process" claim is directed to tiie product per se, no matter liow actually made, 
In re Hirao, 190 USPQ 1 5 at 1 7 (footnote 3). See also In re Thorpe, 227 USPQ 964, 966; In re Luck, 
177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 186 USPQ 161; In re Wertheim, 191 
USPQ 90 (209 USPQ 554 does not deal with this issue); and In re Marosi et al., 218 USPQ 289, all of 
which make it clear that it is the patentability of the final product per se which must be determined in a 
"product by process" claim, and not the patentability of the process, and that an old or obvious product 
produced by a new method is not patentable as a product, whether claimed in " product by process" 
claims or not. Note that applicant has the burden of proof in such cases, as the above case law makes 
clear. See also MPEP 21 1 3. 

Claim 6 does not distinguish over Watanabe reference regardless of the process used 
to dice the wafer because only the final product is relevant. 



Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al. (USPN 6,163,036). 

1 2. With regard to claim 7, Watanabe does not disclose a third group of dicing paths 

that run parallel to a third direction which intersect both the first direction and second 
direction; thus producing a non-rectangular IC. Although Watanabe does not disclose 
the non-rectangular shaped IC: 

Note that the specification contains no disclosure of either the critical nature of the claimed dimensions 
or any unexpected results arising therefrom. Where patentability is said to be based upon particular 
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chosen dimensions or upon another variable recited in a claim, the Applicant must show that the 
chosen dimensions are critical. In re Woodruff . 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936 (Fed. 
Cir. 1990). 

The shape, size, dimension differences are considered obvious design choices and are not patentable 
unless unobvious or unexpected results are obtained from these changes. It appears that these 
changes produce no functional differences and therefore would have been obvious. Note In re Leshin, 
125 USPQ416. 

Therefore claim 7 is not patentable over Watanabe. 



Conclusion 

1 3. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin Quinto whose telephone number is (571)272- 
1920. The examiner can normally be reached on M-F 8AM-5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sue Purvis can be reached on (571) 272-1236. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kevin Quinto/ 
Examiner, Art Unit 2826 

(Primary ^aminer 
Art Vnit 2826 



